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DETAILED ACTION 

Acknowledgements 

This office action is in response to Applicant's communication filed on 8/16/2010. 
Claims 1-41 have been cancelled. New claims 42-75 have been added. As such, 
claims 42-75 are pending in the application. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 42-48, 50, 52-59, 61, 63-72 and 74 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Fukatsu, US Patent No. 4,743,743. 

Regarding claim 42, Fukatsu discloses a method comprising: 
(a) operating a deposit-accepting automated banking machine during a deposit 
transaction involving a customer to receive into an interior area of the machine, at least 
one check manually inserted through an access opening of the machine (col. 1, lines 
10-col. 2, lines 49, col. 3, lines 1-col. 4, lines 64, col. 5, lines 14-20, col. 5, lines 35-50, 
claims 1-3, Fig. 2), 

wherein the machine includes at least one computer (Fig. 2, machine 1 1 coupled 
to computer 13, main controller 36), 
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wherein the machine is operative to communicate with a financial transaction 
host computer (Fig. 2, computer 13 serves as a financial transaction host computer, col. 
2, lines 1-23, col. 5, lines 9-36), 

wherein the machine includes at least one radio frequency identification (RFID) 
tag reader (Fig. 2, check reader 38 serves as a tag reader, col. 5, lines 9-36), 

wherein each respective check includes at least one RFID tag (Fig. 9, the check 
number, transferer and transferee account numbers represent tag, col. 4, lines 55-65), 

wherein the at least one RFID tag of each respective check includes at least one 
of deposit data corresponding to an identifier of a customer banking account to which 
the deposit is to be credited (Fig. 9, account number, col. 4, lines 55-65), and 

deposit data corresponding to a financial amount being deposited (Fig. 6, 7, face 
value of the check, col. 5, lines 34-36); 

(b) operating the machine during the deposit transaction to cause the at least one 
RFID tag reader to wirelessly read from each check, the at least one RFID tag (Fig. 2, 
col. 5, lines 9-36, check reader/OCR automatically read the face value serves as tag 
reader to wirelessly read each check); 

(c) operating the machine during the deposit transaction to output at least one 
customer receipt which corresponds to the deposit transaction (Fig. 4, print receipt, col. 
4, lines 40-47, transaction slip, Fig. 7); and 

(d) operating the machine to send to the financial transaction host computer, 
transaction data associated with the deposit transaction (col. 4, lines 27-67, data sent to 
computer 13 which serves as a financial transaction host computer). 
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Examiner notes that Fukatsu discloses the use of a check reader and not 
specifically disclose the use of radio frequency identification (RFID) tag reader. The use 
of a radio frequency identification device (which is well known in the art as per 
Applicant's disclosure, see specification page 69, lines 14-22) is clearly an aesthetic 
design change (see MPEP § 2144.04). The design change that relates to 
ornamentation only and have no mechanical function cannot be relied upon to patently 
distinguish the claimed invention from the prior art. 

Therefore, it would have been obvious to a person having ordinary skills in the art 
at the time the invention was made to modify the above-noted disclosure of Fukatsu as 
it relates to depositing a check into an ATM by using a check reader/OCR unit to include 
a RFID device. The motivation for incorporating an RFID device would have been to 
use an alternative reader with different capabilities than the conventional card 
reader/OCR unit. 

Regarding claim 43, Fukatsu discloses wherein (b) includes reading both deposit 
data corresponding to the identifier and deposit data corresponding to the financial 
amount (Fig. 9, col. 4, lines 55-65, Fig. 6,7, col. 5, lines 34-36, account number serves 
as identifier). 

Regarding claim 44, Fukatsu discloses wherein (c) includes outputting at least 
one receipt comprising an RFID tag (Fig. 7, col. 4, lines 40-47). 

Regarding claim 45, Fukatsu discloses wherein (c) includes printing the at least 
one receipt (Fig. 7, col. 4, lines 40-47). 
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Regarding claim 46, Fukatsu discloses wherein in (b) the at least one RFID 
reader is located inside the machine (Fig. 2, check reader 38). 

Regarding claim 47, Fukatsu discloses wherein the deposit accepting machine 
comprises an automated merchant banking apparatus, wherein (a) includes receiving 
the at least one check into the automated merchant banking apparatus (col. 1 , lines 10- 
col. 2, lines 49, col. 3, lines 1-col. 4, lines 64, col. 5, lines 14-20, col. 5, lines 35-50, 
claims 1-3, Fig. 2, ATM). 

Regarding claim 48, Fukatsu discloses wherein the deposit accepting machine 
comprises an ATM, wherein (a) includes receiving the at least one check into the ATM 
(col. 1, lines 10-col. 2, lines 49, col. 3, lines 1-col. 4, lines 64, col. 5, lines 14-20, col. 5, 
lines 35-50, claims 1-3, Fig. 2). 

Regarding claim 50, Fukatsu discloses wherein (a) further includes receiving 
cash into the ATM (col. 1, lines 10-col. 2, lines 49, col. 3, lines 1-col. 4, lines 64, col. 5, 
lines 14-20, col. 5, lines 35-50, claims 1-3, Fig. 2). 

Regarding claim 52, Fukatsu discloses wherein the machine includes a 
depository, wherein (a) includes receiving the at least one check into the depository 
(col. 2, lines 10-12, storage box 21, Fig. 1). 

Regarding claim 53, Fukatsu discloses 

(a) operating a deposit-accepting automated banking machine during a deposit 
transaction involving a customer to receive into an interior area of the machine (col. 1 , 
lines 10-col. 2, lines 49, col. 3, lines 1-col. 4, lines 64, col. 5, lines 14-20, col. 5, lines 35- 
50, claims 1-3, Fig. 2), 
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a deposit ticket manually inserted through an access opening of the machine 
(col. 5, lines 35-50, a customer fills in a form on an envelope represents a deposit 
ticket), and 

at least one of 

at least one check (col. 5, lines 35-50, check is inserted in the envelope), and 
cash, 

wherein the machine includes at least one computer (Fig. 2, machine 1 1 coupled 
to computer 13, main controller 36), 

wherein the machine is operative to communicate with a financial transaction 
host computer (Fig. 2, computer 13 serves as a financial transaction host computer, col. 
2, lines 1-23, col. 5, lines 9-36), 

wherein the machine includes at least one radio frequency identification (RFID) 
tag reader (Fig. 2, check reader 38 serves as a tag reader, col. 5, lines 9-36), 

wherein the deposit ticket includes at least one RFID tag (col. 5, lines 35-50, 
customer fills in a form on an envelope serves as tag), 

wherein the at least one RFID tag includes at least one of 

deposit data corresponding to an identifier of a customer banking account to 
which the deposit is to be credited (col. 5, lines 35-50, consumer fills in a form on an 
envelope, since, the consumer depositing a check, the data on the form of the envelope 
obviously contains deposit data, the inserted check contains deposit data, col. 3, lines 
60-col. 4, lines 7, Fig. 6-9), and 
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deposit data corresponding to a financial amount being deposited (col. 5, lines 
35-50, consumer fills in a form on an envelope, since the consumer is depositing a 
check, the data on the form of the envelope obviously contains deposit data which may 
include financial amount to be deposited, the inserted check obviously contains deposit 
data corresponding to a financial amount being deposited, Fig. 6, 7, face value of the 
check, col. 5, lines 34-36); 

(b) operating the machine during the deposit transaction to cause the at least one 
RFID tag reader to wirelessly read from the deposit ticket, the at least one RFID tag 
(Fig. 2, col. 5, lines 9-36, check reader/OCR automatically read the face value serves as 
tag reader to wirelessly read each check); 

(c) operating the machine during the deposit transaction to output at least one 
customer receipt which corresponds to the deposit transaction (Fig. 4, print receipt, col. 
4, lines 40-47, transaction slip, Fig. 7); and 

(d) operating the machine to send to the financial transaction host computer, 
transaction data associated with the deposit transaction (col. 4, lines 27-67, data sent to 
computer 13 which serves as a financial transaction host computer). 

Examiner notes that Fukatsu discloses the use of a check reader and not 
specifically disclose the use of radio frequency identification (RFID) tag reader. The use 
of a radio frequency identification device (which is well known in the art as per 
Applicant's disclosure, see specification page 69, lines 14-22) is clearly an aesthetic 
design change (see MPEP § 2144.04). The design change that relates to 
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ornamentation only and have no mechanical function cannot be relied upon to patently 
distinguish the claimed invention from the prior art. 

Therefore, it would have been obvious to a person having ordinary skills in the art 
at the time the invention was made to modify the above-noted disclosure of Fukatsu as 
it relates to depositing a check into an ATM by using a check reader/OCR unit to include 
a RFID device. The motivation for incorporating an RFID device would have been to 
use an alternative reader with different capabilities than the conventional card 
reader/OCR unit. 

Claims 54 and 65-67 are substantially similar to claim 43 and hence rejected on 
similar grounds. In claims 66 and 67, the deposit bag ID is interpreted by the Examiner 
as the name of the account holder (depositor's name). In claim 67, the depositor ID is 
interpreted by the Examiner as account number. 

Claims 55 and 68 are substantially similar to claim 44 and hence rejected on 
similar grounds. 

Claims 56 and 69 are substantially similar to claim 45 and hence rejected on 
similar grounds. 

Claims 57 and 70 are substantially similar to claim 46 and hence rejected on 
similar grounds. 

Claims 58 and 71 are substantially similar to claim 47 and hence rejected on 
similar grounds. 

Claims 59 and 72 are substantially similar to claim 48 and hence rejected on 
similar grounds. 
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Claims 61 and 74 are substantially similar to claim 50 and hence rejected on 
similar grounds 

Claim 63 is substantially similar to claim 52 and hence rejected on similar 
grounds. 

Claim 64 is substantially similar to claim 53 and hence rejected on similar 
grounds. Examiner interprets deposit bag in claim 64 to be an envelope containing a 
check and is disclosed by Fukatsu in col. 5, lines 35-50. 

Claims 49, 51 , 60, 62, 73 and 75 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Fukatsu, US Patent No. 4,743,743 in view of Fukatsu, US Patent No. 
4,593,183 (hereinafter Fukatsu'183). Fukatsu describes the invention as disclosed 
above. Fukatsu fails to specifically disclose the limitations of claim 49 and 51 . 

Regarding claim 49, Fukatsu'183 discloses wherein the ATM includes a cash 
dispenser, and further comprising (e) operating the ATM to cause the cash dispenser to 
dispense cash from the ATM (col. 13, lines 23-31, col. 1, lines 12-20). 

Therefore, it would have been obvious to a person having ordinary skills in the art 
at the time the invention was made to modify the above-noted disclosure of Fukatsu as 
it relates to depositing a check into an ATM by using a check reader/OCR unit to include 
an RFID device and the above-noted disclosure of Fukatsu'183 as it relates to 
dispensing cash from the ATM. The motivation for combining these two references 
would have been to use ATM for withdrawing money from an account. 
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Regarding claim 51, Fukatsu'183 discloses wherein the ATM includes a cash 
dispenser, and further comprising (e) operating the ATM to cause the cash dispenser to 
dispense from the ATM, cash received in (a) (col. 13, lines 23-31, col. 14, lines 12-20). 

Claims 60 and 73 are substantially similar to claim 49 and hence rejected on 
similar grounds. 

Claims 62 and 75 are substantially similar to claim 51 and hence rejected on 
similar grounds. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 42-75 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-36 of 
copending Application No. 1 1/789,657. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims are directed 
towards depositing a financial instrument into an ATM. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 

Applicant's arguments with respect to the pending claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RAJESH KHATTAR whose telephone number is 
(571 )272-7981 . The examiner can normally be reached on Flex schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on 571-272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Rajesh Khattar/ 
Examiner, Art Unit 3693 



